THL'S OPI NI ON WAS NOT__WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.

Paper No. 16

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte JOHN J. NESTOR JR, TERESA H HOQO
DEBORAH A. EPPSTEIN, PHI LIP L. FELGNER, BARBARA P. BARNA
and SHARAD D. DEODHAR

Appeal No. 94-3208
Application 07/743, 6131

ON BRI EF

Bef ore WNTERS and WLLIAMF. SMTH, Adninistrative Patent
Judges, and McKel vey, Senior Adm nistrative Patent Judge.

W NTERS, Adninistrative Patent Judge.

DECI SI ON ON APPEAL

Thi s appeal was taken fromthe exam ner's decision rejecting
claims 1 through 14 and 20, which are all of the clains remaining

in the application.

1 Application for patent filed August 9, 1991.
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Caiml, whichis illustrative of the subject matter on
appeal , reads as foll ows:

1. A polypeptide having the am no acid sequence
A-(SEQ ID NO 1)-B,
A-1le-Tyr-Leu-d y-d y-Pro-Phe- Ser - Pro-Asn-Val - Leu- B,
wherein Ais Hor an acyl group and Bis OH or NR, each R
i ndependently selected fromH, C-G alkyl, C-G haloal kyl, and

C- G aral kyl .
The prior art references relied on by the exam ner are:
Barna et al. (Barna), "Macrophage Activation by a Synthetic

Peptide of Human C-Reactive Protein (CRP) (Meeting Abstract)," 46
Federal Proceeding no. 3, 762 (1987).

Deodhar et al. (Deodhar), "Enhanced Anti-Tunor Effect by

Conmbi nati on Therapy with Human C-Reactive Protein (CRP) and IL2
in C57 Mce Bearing the Fibrosarcoma T241," 3 EASEB J. (Meeting
Abstract), A831 (1989).

The i ssue presented for review is whether the exam ner erred
inrejecting clains 1 through 14 and 20 under 35 U. S.C. 8 102(b)
as described by Barna or Deodhar.

OPI NI ON

The true test of any prior art relied on to show that a
chem cal conmpound is old, is whether the prior art places the
di scl osed conpound in the possession of the public. In re Brown,
329 F.2d 1006, 1011, 141 USPQ 245, 249 (CCPA 1964). Adhering to

that test, and el aborating on the relevant principle of |aw, the

court in In re Hoeksemn, 399 F.2d 269, 273-74, 158 USPQ 596

600-01 (CCPA 1968) stated that:
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In determ ning that quantum of prior art disclosure

which is necessary to declare an applicant's invention

"not novel" or "anticipated" within section 102 the

stated test is whether a reference contains an

"enabling disclosure,” in the present context, a

process by which the cl ai ned conpound coul d be

made. [Citation omtted.]
and

[1]t is our viewthat if the prior art of record fails

to disclose or render obvious a nethod for making a

cl ai med conpound, at the tinme the invention was made,

it may not be legally concluded that the conpound

itself is in the possession of the public. [Footnote

omtted.]

Here, the exami ner relies on appellants' acknow edgnent that
"[t]he peptide identified as #83277 [in Barna and Deodhar] is in
fact the peptide of this invention." See the anendnent after
Final Rejection filed July 2, 1993 (Paper No. 10), page 2. On
this record, however, the exam ner has not established that Barna
or Deodhar discloses or renders obvious a nmethod for making the
cl ai med pol ypeptide. The exam ner has not established that the
cited references are enabling, i.e., sufficient to place peptide

#83277 in the possession of the public. See Akzo N.V. v. Int'l

Trade Commin, 808 F.2d 1471, 1479, 1 USPQ2d 1241, 1245 (Fed. GCr

1986); In re Hoeksema, 399 F.2d at 273-74, 158 USPQ at 600-01

In re Brown, 329 F.2d at 1011, 141 USPQ at 249. For this reason

we reverse the rejections under 35 U S.C. 8 102(b). <. Inre

Donohue, 632 F.2d 123, 126, 207 USPQ 196, 199 (CCPA 1980) (PTO s
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reliance on Lincoln and Wagner, show ng that a nethod of making
Nonmura's conpound was in possession of the public, was proper).
The exam ner's decision, rejecting clains 1 through 14 and

20 under 35 U.S.C. §8 102(b) as described by Barna or Deodhar, is

reversed
REVERSED

SHERVAN D. W NTERS )

Adm ni strative Patent Judge )
)
g

WLLIAMF. SM TH ) BOARD OF PATENT

Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)

FRED E. McKELVEY )

Seni or Adm ni strative Patent Judge )
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